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Remarks 

Applicant's response to tiie non-final Office Action mailed January 3 L 201 1 is below. Claims 1- 
1, 9-14, 16, and 18-19 aie currently pending. Claims I and 11 have been amended to recite surfaces 
coated m "a Co-Cr alloy coating" instead of '"a coating materia! based on a chrominm-njckel alloy'". 
Support for this ajnendraent is found in paragraph i 003 i], and no new matter has been added. Upon entrj' 
of the amendments described above, claims 1-7. 9-14, 16, and 18-19 will be pending in tilie application. 

L Response to Claim Rejections under 35 tl.S.C. §103 

Claims 1-7, 9-14, 16, and 18-19 were rejected under 35 U.S.C. §i03<a) as unpatentable over U.S. 
Patent No. 5,899,941 to Nishijima et al. CNishipfm"^ in view of U.S. Patent No. 6,322,588 to Ogle et al 
COgle''). Applicant traverses for three reasons. First, a person of skill in the ait woidd ha¥e lacked the 
motivation to modify Nishijimo to include the materials recited in the present claims. Second, a person of 
skill in the art would not have combined the cited references to airive at the present claims, Hiird, tlie 
claims have been amended to distinguish the cited combination of refeiences. For any of these reasons, 
the rejection is improper and must be withdmwn. 

A. A skilled artisan would not have been motivated to modify Nmhijinw to include the 
materials recited in the present claims. 

A person of skill would not have modified Nixhijima as alleged in the Office Action. Nishijima 
teaches generally connecting bodies 2 and 3 that an; formed from metallic materials, such as stainless 
steel, titanium, tantalum, platirmm, and alloys thereof, or alternatively from aluminum, zirconia, or 
ceramic materials. Nfshijifna extols tliese materials fortheir mechanical strength, corrosion resistaice, 
and stability within or an affinitv' for use m the hunian body, >See Nishijinia: column 5, lines 20-42 

Nishijnna also teaches a coating material for one of the connecting bodies. The coating material 
iS applied to only om of tlie contjccting bodies, and the coating ts formed from a iiigh polymer resin siicii 
as polycthyiene, Nishiifima explains that tlicse poh'mer resin niaterids have a hardness that limits 
conipression or defbmiation of the coating within the iiuman body while exhibiting excellent w ear 
characteristics in tiie face of ftiction. See Nhhijima; column 5, lines 43-50, 

Thus, the teachings o^Nhfiifima are essentially the opposite of the claimed conriguttitiorj, Wiiile 
the claims recite at least one polymeric part witli a metallic coating on its sliding surtace, Nishi/ima 
generally teaches a metallic part: with a polymeric coating its sliding surface. Nishipma also indicates that 
diis configuration of materials is desirable for mechanical strength, corrosion resistance, stabilitv' vvi tliin 
the body^ hardness, compression and deformation resistance, and wear. Urns, a person of skill would lack 
the motivation to reyerec die material contlguiation as alleged in the Office Acrion. 

5 



U.S. Serial No, 10/596;i5S 
Response to Office Action 
mailed Janiiaiy 31, 2011 

B. A skilled artisan would not have conjbiued the cited references to arrive at the 
present claiius. 

Evco if a pei'son of skill was motivated to modify Nhh(/ima. a person of skill would not have 
modified Nishijima with the teachings of Olge to airive ja the ciaimed configumrioa Oige is generally 
directed to device such as a pacemaker, a heart valve, a coronarj- stent, or a vascular stent, aithough 
orthopedic implants are mentioned offhajidedly. See Olge: column 3, line 26 - column 4, line 3. The 
device inchtdes a polymer substmte witlj a metalhc "coating". See Oige; coiwnn 2, lines 20-25. 'Die 
"coating" is thick enough so that its mechanical ptopeities dominate the oveiail mechanical pfoperties of 
the device. Olge explains that the "metal coating is pieferahly thick enough such that the mechanical 
properties, such as the mechanical strength, durabiiit^-. or resiliency, of the metal/polymer composite are 
si^ficantiv influenced by the metal," Olge; column 2, lines 24-28 (emphasis added), Oige also states: 

in preferred embodiments, tiie metal coating is applied as a relatively thick coating, such 
that the mechanical properties of the composite are slijaiMcaatly determined by t^^e metal 
coating. The iiiiplicatiosi of a relatively thick metal coating to innucnco the mcchfuiical 
properties of the composite can be di.sting»ished from tlie application of thin metal 
coatings solely to influence the surface properties of the coated product without 
significaiitly influencing the mechanical properties. 

See Olge: column 3, lines 14-24 (emphasis added), Olge also .states that ''[s|ince significant mechanical 

sUengtii is contributed by the metal coating, optimizitig the mechanical strength of the polymer substmte 

may not be criticai." Olge; column 5, lines 32-35 (emphasis added). Olge lurther indicates that, in the 

case of orthopedic implants, the metal coating may need to be especially thick to provide the implant with 

tlie needed mechanical strength. See Olge: column 3, lines 46; column 6, lines 20-24. 

Oige also identifies a number of polymers that may be used for its substrate, one of which is 
polyetheretherkefone (PEEK). Suitable polymers such as PEEK are stable for the process of depositing 
tlie njetal coating on the i)olyraer substrate to form tlie device. See Olge; coiimitj 4, line 54 -67. 

On the coi5tr;iiy , tlie clainicd part is formed from PEEK or one of the other polymers recited in 
the claim becaifsc these polymers have a moduliis of elasticity comparable to cortical bone. Thus, the 
resulting part has mechanical properties that are analogous to its site of implantation, See Applicant 's 
Simificcukm; paragraph |0032|. 

Based on the teachings of 0/gt% a person of skill would not have modified the part of Nishijima to 
include a polymer body that is PEEK, A person of skill vwuld have found it important irom Oige for tijc 
part to have the mechanical properties of metal. Tlie Mskijinui part is already fonned of metal, and 
dierefore a person of skill would hesitate to .sub.sti tute a different material . 

Bx^en if a person of skill did wajit to modify the Nishijima part to be fontied from a material other 
than metal, a person of skill would not have selected the polymer PEEK Olge teaches fbmiing the 

6 



U.S. Serial No, 10/596;i5S 
Response to Office Action 
mailed Janiiaiy 31, 2011 

substrate from PEEK because it is suitable for depositijig a {hick metal coating tiicrciji. However, 
Nishijima does not employ a metal coctting, Additioaally, tiic claimed polyntcr part Ijj^ a nictaUic coating 
on its sliding surfaces that is provided on!y to "influence the surface pmperties of the coated product 
without significantly influencing the mechamcai propeittes," a configuration that Otge speciftcaily 
counsels against. See Applicant's SpecificaiUm; jpjuagrajjh |0031]. Olgs: column 5, iines 32-35 
(emphasis added), 

C, The claims have been amended to distingaish the cited combination of references. 

Tlirough this response, Applicant has lunended the ciaims to recite a Co-Cr alloy coating, 
hidependeut claim 1 now recites sliding and counteriiidiiJg surfaces tliat are coated with a Co-Cr alloy 
coating, and iiidepe«deot claim 1 i recites a sliding surface that is coated m a Co-Cr alloy coating. 

Neither of the cited references teach stjch a Co-Cr alloy coatmg. Nishijima teaches a coating for 
one of its sitrfaces;, but the coatjng is formed from a high polymer resin .such as polyethylene. See 
Nishijima: cohiniti 5, lines 43-50. Olge teaches a coating formed from a biocompatible metal, such as 
titatrium, cobalt, stainless steel, nickel, iron alloys, cobalt alloys, sttch as Elgiloyf a cobait-chromium- 
nickel alloy, and MP35N, a nickei-cobalt-chromium-moiybdenum alloy, and NitinoM\ a nickei-titanium 
alloy. Olge; column 4, lines. 13-23. Notably, the claimed alloy, Co-Cr alloy, is not included among the 
list of coating materials identified in Oige. It appeais that Olge either did not contemplate using a Co-Cr 
alloy coating or tliat Olge purposcfuliy exchjded such a coating. For at least these iieasons, the claims 
would not have been obvious. 
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Conclusion 

Applicaot submits that tlie pending claims are novel and would aot have beea obvious over die 
refeiences of record. 'ITierefore, Applicaiit jTespectfiiUy asks the Examiner to iieconsider the rejectioas and 
to allow each of the claims. Applicant invites the Examiner to call the .Attorney below at any time if the 
Examiner believes a telephone conversation would facilitate the examination of this application. 

Respcctfuliy submitted. 



/Dsborah..K,..Bufier/ 

Deborah K. Butler 
Reg. No. 58,353 

Date; May 3 L 2011 

SUTHERLAND ASBILL & BRENNAN LLP 
999 Peachtree Street NE 
Atlanta, Georgia 30309-3996 

(404) 853-8088 
(404) 853-8806 (fex) 
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